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In the United States Patent and Trademark Office 




APPLICANT(S) 



Son K. Quun etal 
09/928,737 



GROUP ART UNIT: 



2831 



APPLK NO.: 



EXAMINER: Hung V. Ngo 



FILED: 



August 13, 2001 



TITLE: 



SEMICONDUCTOR PACKAGE AND METHOD THEREFOR 
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I hereby certify that this correspondence is being facsimile transmitted 



e Ratant and Trademark Qffica fc . 




'As 



Patricia Parks 



REPLY BRIEF IN RESPONSE TO THE EXAMINER'S ANSWER 



Commissioner for Patents 
Alexandria, V A 22313-1450 

Board of Patent Appeals & Interferences: 

This Reply is filed pursuant to 37 C.F.R. §1.193 in the mutter of the Appeal to the 
Board of Appeals and Interferences of the rejection of the claims of the above-referenced 
application for patent. This Reply is submitted in response to the Examiner's Answer 
dated April 20, 2004, and within the tune limit for response to same, said time limit 
ending June 21, 2004 (June 20, 2004 being a Sunday). 
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Reply dated June 21. 2004 

Responsive io Examiner's Answer of April 20. 2004 



RECEIVED 

CfitfWAL fAX CENTER 

JUN 2 1 4)04 



REPLY TO EXAMINER'S GROUPING OF CLAIMS 



OFFICIAL 



Tn the Examiner's Answer, the Examiner cites 37 C.F.R. 1.192(c)(7) and states: 
'The rejection of claims 17-21 stand or fall together because appellant's brief does not 
include a statement that this grouping of claims does not stand or fall together and 
reasons in support thereof." However, Appellants respectfully point out that Appellants' 
Brief on Appeal filed August 20, 2003 included a statement that the claims do not all 
stand or fall together and provided the following reasons in support thereof: "the claims 
of Groups B, C, D acid E each recite additional limitations distinct from those in Group A 
and one another and also not found in the Tuttle reference" (Emphasis supplied.) 



New Point of Argument Raised bv the Examiner's Answer 

The Examinees Answer raises at least a first new point of argument Specifically, 
the Examiner newly cites Lin '193 for the proposition that overmolding is a type of one- 
sided encapsulation, and then argues thereupon that Tuttle '513 uses one-sided 
encapsulation. The Examiner appears to be saying that Tuttle preempts the appealed 
claims to the extent the appealed claims require overmolding, regardless of whether 
Tuttle teaches or discloses an overmolding type of one-sided encapsulation, merely 
because Tuttle discloses one-sided encapsulation. 

Response to Examiner 's New Point of Argument 

Appellants respectfully submit that the foregoing is a new grounds of rejection, 
and by itself constitutes sufficient basis to reopen prosecution. Moreover, Applicants 
respectfully disagree that (i) the statement that overmolding falls into a class of one-sided 
encapsulation, and (ii) the citation of a reference which allegedly also discloses a one- 
sided encapsulation, are sufficient to reject Appellants* claims which require 



REPLY TO EXAMINER'S ARGUMENTS 
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Appl. No. CW;y2K T 737 
Reply daLcdJurw 21. 2U04 

Responsive to Examiner's Answer of April 20, 2004 

overmolding, another type of one-sided encapsulation. After all, Appellants do not 
purport Lo cover all one-sided encapsulation techniques, but only those in which 
overmolding is used as recited by claim 17. There may well be other one-sided 
encapsulation techniques outside the scope of the claimed invention, and Turtle is one of 
those techniques. As such, the cited teachings of Tuttle do not provide sufficient basis for 
rejection of claims 17-21 under 35 U.S.C. § 102. 

New Point of Argument Raised bv the Examiner's Answer 

The Examiner's Answer raises at least a second new point of argument. 
Specifically, in response to the Appellants* argument (as characterized by the Examiner) 
that the Examiner failed to show sawing through a molded encapsulation material for 
singulation purposes {See Examiner's Answer, pages 5-6), the Examiner argues thai 
"cutting is equivalent to sawing and Tuttle discloses individual circuits can be singulated 
by cutting." (Examiner's Answer, page 7 (emphasis supplied).) 

Response to Examiner's New Point of Argument 

Appellants respectfully submit UiaL cutting and sawing are not equivalent. Tl is 
possible that devices may be singulated by cutting without sawing, and by sawing without 
cutting. Thus, the cutting of Tuttle is insufficient to reject claim 21 under 35 USC § 102. 
Moreover, the mere assertion of such equivalence does not provide a prima facia case of 
unpatentability This is especially apparent when one considers that ''equivalence" is not 
the standard for a rejection under 35 USC § 102. The invention itself must be described. 
Jf the Office wishes to maintain that the cutting of Tuttle is the same as the sawing of 
claim 21, Appellants request that the Examiner provide at least some evidence of such 
identically. Since neither evidence nor official notice have been provided, Appellants 
respectfully request that this equivalence-based rejection be withdrawn. 
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Reply tlaied June 2 1, 2004 

Responsive to Jixnminer's Answer g f April 20, 2004 

New Point of Argum ent. Rai sed bv the Examiner's Answer 

The Examiner's Answer raises at least a third new point of argument. 
Specifically, this new point of argument is raised in response to the Appellants* argument 
(as characterized by the Examiner) that "it would not be obvious to use automated 
equipment for the device of Turtle because encapsulation process of these type of devices 
generally produces an insufficiently planar pick-up surface unless made of a particular 
size or using a mold or frame to define the planar surface" (Examiner's Answer, page 6). 
In response, the Examiner argues that because the surface of Tuttle is "substantially flat," 
it is therefore "obvious to use automated equipment to pick and place devices of Tuttle 
for simplifying assembly process." (Examiner's Answer, page 7.) 

Response to Examiner's New Point of Argument 

Appellant respectfully submit that the "substantially flat top surface" of Tuttle 
does not suggest, by itself, the use of automated equipment to pick and place the enclosed 
circuits. The Examiner's assertion docs not refute Appellants' arguments offered earlier 
in prosecution and during this appeal. If the Office wishes to maintain that the 
"substantially flat top surface*' of Tuttle, by itself, without evidence, makes the use of 
automated equipment obvious, Appellants request that the Examiner provide at least one 
reference of such obviousness. Since neither evidence nor official notice have been 
provided, Appellants respectfully request that this rejection be withdrawn. 
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Appl. No. OP/928,737 
Reply dated .hinc 2 1 , 2004 

Responsive to Examiner'* Answer of April 20, 200* 

CONCLUSION 

Appellants respectfully request that the rejection of the appealed claims under 35 
U.S.C. 103(a) be reversed by the Board for the reasons stated above and in the 
Appellants* Appeal Brief. 

Respectfully submitted, 




Michael P. Noonan 
Attorney for Appellants 
Registration No. 42,038 
Telephone No. (512) 996-6835 



Page 5 of 5 



PAGE 6/16 * RCVD AT 6/21/2004 6:21:09 PM [Eastern Daylight Time] * SVR:USPT0-EFXRF-1/3 * DNIS:8729306 * CSID:5129966853 * DURATION (mm-ss):04-00 



06/21/2004 MON 16:18 FAX 5129966853 MOTOTOLA CORP LAW DEPT 



0007/016 



In the United States Patent and Trademark Office 



APPLICANT(S) 



Sou K. Quan et at. 
09/928,737 



GROUP ART UNIT: 
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APPLN. NO.: 



EXAMINER: Hung V. Ngo 
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August 13, 2001 



TITLE: 



SEMICONDUCTOR PACKAGE AND METHOD THEREFOR 
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REPLY BRIEF IN RESPONSE TO TIIE EXAMINER'S ANSWER 



Commissioner for Patents 
Alexandria, VA 22313-1450 

Board of Patent Appeals & Interferences: 

This Reply is filed pursuant to 37 C.FJR. §1.193 in the matter of the Appeal to the 
Board of Appeals and Interferences of the rejection of the claims of the above-referenced 
application for patent. This Reply is submitted in response to the Examiner's Answer 
dated April 20, 2004, and within the time limit for response to same, said time limit 
ending June 21, 2004 (June 20, 2004 being a Sunday), 
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Appl. No. 09/928.737 
Reply d ated June 2 1 , 2004 

Responsive to Examiner's Answer of April 20, 2004 

REPLY TO EXAMINER'S GROUPING OF CLAIMS 

In the Examiner's Answer, the Examiner cites 37 GF.R. 1.192(c)(7) and states: 
"The rejection of claims 17-21 stand or fall together because appellant's brief does not 
include a statement that this grouping of claims does not stand or fall together and 
reasons in support thereof." However, Appellants respectfully point out that Appellants' 
Brief on Appeal filed August 20, 2003 included a statement that the claims do not all 
stand or fall together and provided the following reasons in support thereof: "the claims 
of Groups B, C, D and E each recite additional limitations distinct from those in Group A 
and one another and also not found in the Tuttle reference" (Emphasis supplied.) 

REPLY TO EXAMINER'S ARGUMENTS 

New Point of Argument Raised bv the Examiner's Answer 

The Examiner's Answer raises at least a first new point of argument. Specifically, 
the Examiner newly cites Lin ' 193 for the proposition that overmolding is a type of one- 
sided encapsulation, and then argues thereupon that Tuttle '513 uses one-sided 
encapsulation. The Examiner appears to be saying chat Tuttle preempts the appealed 
claims to the extent the appealed claims require overmolding, regardless of whether 
Tuttle teaches or discloses an overmolding type of one-sided encapsulation, merely 
because Tuttle discloses one-sided encapsulation. 

Response to Examiner's New Point of Argument 

Appellants respectfully submit that the foregoing is a new grounds of rejection, 
and by itself constitutes sufficient basis to reopen prosecution. Moreover, Applicants 
respectfully disagree that (i) the statement that overmolding falls into a class of one-sided 
encapsulation, and (ii) the citation of a reference which allegedly also discloses a one- 
sided encapsulation, are sufficient to reject Appellants' claims which require 
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Appl. No. 09/928.737 
Rtplydaiod June 21, 2004 

Responsive to Examiner's Answer of April 20, 2004 

overmolding, another type of one-sided encapsulation. After all, Appellants do not 
purport to cover all one-sided encapsulation techniques, but only those in which 
overmolding is used as recited by claim 17. There may well be other one-sided 
encapsulation techniques outside the scope of the claimed invention, and Turtle is one of 
those techniques. As such, the cited teachings of Tuttle do not provide sufficient basis for 
rejection of claims 17-21 under 35 U.S.C. § 102. 

New Point of Argum ent Raised by the Examiner's Answer 

The Examiner's Answei raises at least a second new point of argument. 
Specifically, in response to the Appellants' argument (as characterized by the Examiner) 
that the Examiner failed to show sawing through a molded encapsulation material for 
singulation purposes (See Examiner's Answer, pages 5-6), the Examiner argues that 
"cutting is equivalent to sawing and Tuttle discloses individual circuits can be singulated 
by cutting." (Examiner's Answer, page 7 (emphasis supplied).) 

Response to Examiner's New Point of Argument 

Appellants respectfully submit that cutting and sawing are not equivalent It is 
possible that devices may be singulated by cutting without sawing, and by sawing without 
cutting. Thus, the cutting of Tuttie is insufficient to reject claim 21 under 35 USC § 102. 
Moreover, the mere assertion of such equivalence does not provide a prima facia case of 
unpatentability This is especially apparent when one considers that "equivalence" is not 
the standard for a rejection under 35 USC § 102, The invention itself must be described. 
If the Office wishes to maintain that the cutting of Turtle is the same as the sawing of 
claim 21, Appellants request that the Examiner provide at least some evidence of such 
identicality. Since neither evidence nor official notice have been provided, Appellants 
respectfully request that this equivalence-based rejection be withdrawn. 
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Reply dated June 21, 2W4 

Responsive co Examiner'* Answer of April 20, 2004 

New Point of Argument Raised by the Examiner's Answer 

The Examiner's Answer raises at least a third new point of argument, 
Specifically, this new point of argument is raised in response to the Appellants' argument 
(as characterized by the Examiner) that "it would not be obvious to use automated 
equipment for the device of Tuttle because encapsulation process of these type of devices 
generally produces an insufficiently planar pick-up surface unless made of a particular 
size or using a mold or frame to define the planar surface" (Examiner's Answer, page 6). 
In response, the Examiner argues that because the surface of Tuttle is "substantially flat." 
it is therefore "obvious to use automated equipment to pick and place devices of Tuttle 
for simplifying assembly process." (Examiner's Answer, page 7.) 

Response to Examiner's New Point of Argument 

Appellants respectfully submit that the "substantially flat top surface" of Tuttle 
does not suggest, by itself, the use of automated equipment to pick and place the enclosed 
circuits. The Examiner's assertion does not refute Appellants 7 arguments offered earlier 
in prosecution and during this appeal. If the Office wishes to maintain that the 
"substantially flat top surface" of Tuttle, by itself, without evidence, makes the use of 
automated equipment obvious, Appellants request that the Examiner provide at least one 
reference of such obviousness. Since neither evidence nor official notice have been 
provided, Appellants respectfully request that this rejection be withdrawn. 
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Appl. No. 09/928.737 

Reply dated June 21.2004 

Responsive to examiner's Answer of April 20, 2004 



CONCLUSION 



Appellants respectfully request that the rejection of the appealed claims under 35 
U.S.C. 103(a) be reversed by the Board for the reasons stated above and in the 
Appellants 7 Appeal Brief. 



Respectfully submitted, 




Michael P. Noonan 
Attorney for Appellants 
Registration No. 42,038 
Telephone No. (512) 996-6835 
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In the Untied States Patent and Trademark Ofhce 



APPLICANT(S) 



Son K, Quan et al 



GROUP ART UNIT: 



2831 



APPLN.NO.: 



09/928,737 



EXAMINER: Hung V. Ngo 



FILED: 



August 13 ( 2001 



TITLE: 



SEMICONDUCTOR PACKAGE AND METHOD THEREFOR 



CgRTIFlCATg OF TRANSMISSION UNDER 37 OFn 1& 

J hsrafay certify that this corrBapondsnce ta being [arsi'mii© transmitted 



6 Ratent and TradamaA Office. . 




Patricia Parks 



REPLY BRIEF IN RESPONSE TO THE EXAMINER'S ANSWER 



Commissioner for Patents 
Alexandria, VA 22313-1450 

Board of Patent Appeals & Interferences: 

This Reply is filed pursuant to 37 CF JR. § L 193 in the matter of the Appeal to the 
Board of Appeals and Interferences of the rejection of the claims of the above-referenced 
application for patent. This Reply is submitted in response to the Examiner's Answer 
dated April 20, 2004, and within the time limit for response to same, said time limit 
ending June 21, 2004 (June 20, 2004 being a Sunday). 
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Appl. No. 09/928.737 

Reply dated June 21, 2004 

Responsive to Examiner's Answer of April 20, 2004 

REPLY TO EXAMINER'S GROUPING OF CLAIMS 

In the Examiner's Answer, the Examiner cites 37 C.F.R. 1.192(c)(7) and states: 
'The rejection of claims 17-21 stand or fall together because appellant's brief does not 
include a statement that this grouping of claims does not stand or fall together and 
reasons in support thereof." However, Appellants respectfully point out that Appellants' 
Brief oti Appeal filed August 20, 2003 included a statement that the claims do not all 
stand or fall Logether and provided the following reasons in support thereof: "the claims 
of Groups B, C, D and E each recite additional limitations distinct from those in Group A 
and one another and also not found in the Tuttle reference" (Emphasis supplied.) 

REPLY TO EXAMINER'S ARGUMENTS 

New Point of Argument Raised by the Examiner's Answer 

The Examiner's Answer raises at least a first new point of argument: Specifically, 
the Examiner newly cites Lin * 193 for the proposition that ovennolding is a type of one- 
sided encapsulation, and then argues thereupon that Tuttle *513 uses one-sided 
encapsulation. The Examiner appears to be saying that Tuttle preempts the appealed 
claims to the extent the appealed claims require ovennolding, regardless of whether 
Tuttle teaches or discloses an ovennolding type of one-sided encapsulation, merely 
because Tuttic discloses one-sided encapsulation. 

Response to Examiner's New Point of Argument 

Appellants respectfully submit that the foregoing is a new grounds of rejection, 
and by itself constitutes sufficient basis to reopen prosecution. Moreover, Applicants 
respectfully disagree that (i) the statement that ovennolding falls into a class of one-sided 
encapsulation, and (ii) the citation of a reference which allegedly also discloses a one- 
sided encapsulation, are sufficient to reject Appellants' claims which require 
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Appl. No. OW928.737 
Reply dntcd June 21 1 2004 

Responsive to Examiner's Answer of April 20, 2004 

overmolding, another type of one-sided encapsulation. After all. Appellants do not 
purport to cover all one-sided encapsulation techniques, but only those in which 
ovennolding is used as recited by claim 17. There may well be other one-sided 
encapsulation techniques outside the scope of the claimed invention, and Tuttle is one of 
those techniques. As such, the cited teachings of TutUe do not provide sufficient basis for 
rejection of claims 17-21 under 35 U.S. C. § 102. 

New Point of Argument Raised by the Examiner's Answer 

The Examiner's Answer raises at least a second new point of argument. 
Specifically, in response to the Appellants' argument (as characterized by the Examiner) 
that the Examiner failed to show sawing through a molded encapsulation material for 
singulation purposes {See Examiner's Answer, pages 5-6) 7 the Examiner argues that 
"cutting is equivalent to sawing and Tuttle discloses individual circuits can be singulated 
by cutting." (Examiner's Answer, page 7 (emphasis supplied).) 

Response to Examiner's New Point of Argument 

Appellants respectfully submit that cutting and sawing are not equivalent. It is 
possible that devices may be singulated by cutting without sawing, and by sawing without 
cutting. Thus, the cutting of Tuttle is insufficient to reject claim 21 under 35 USC § 102. 
Moreover, the mere assertion of such equivalence does not provide a prima facia case of 
unpatentability This is especially apparent when one considers that "equivalence" is not 
the standard for a rejection under 35 USC § 102. The invention itself must be described. 
If the Office wishes to maintain that the cutting of Tuttle is the same as the sawing of 
claim 21, Appellants request that the Examiner provide at least some evidence of such 
identicality. Since neither evidence nor official notice have been provided, Appellants 
respectfully request that this equivalence-based rejection be withdrawn. 
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Appl. No. 09/92BJ37 
Reply daied June 21, 2004 

Responsive to Examiner's Answer of April 20, 2004 

New Point of Argument Raised by the Examiner's Answer 

The Examiner's Answer raises at least a third new point of argument. 
Specifically, this new point of argument is raised in response to the Appellants* argument 
(as characterized by the Examiner) that "it would not be obvious to use automated 
equipment for the device of Turtle because encapsulation process of these type of devices 
generally produces an insufficiently planar pick-up surface unless made of a particular 
size or using a mold or frame to define the planar surface" (Examiner's Answer, page 6). 
In response, the Examiner argues that because the surface of Tutlle is "substantially flat," 
it is therefore "obvious to use automated equipment to pick and place devices of Tuttle 
for simplifying assembly process.** (Examiner's Answer, page 7.) 

Response to Examiner's New Point of Argument 

Appellants respectfully submit that the "'substantially flat top surface" of Tuttle 
does not suggest, by itself, the use of automated equipment to pick and place the enclosed 
circuits. The Examiner's assertion does not refute Appellants' arguments offered earlier 
in prosecution and during this appeal. If the Office wishes to maintain that the 
"substantially flat top surface" of Tuttle, by itself, without evidence, makes the use of 
automated equipment obvious, Appellants request that the Examiner provide at least one 
reference of such obviousness. Since neither evidence nor official notice have been 
provided, Appellants respectfully request that this rejection be withdrawn. 
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AppL No. 09/928,737 
Reply dnled June 21, 2004 

Responsive to Examiner's Answer of April 20, 2004 



CONCLUSION 



Appellants respectfully request that the rejection of the appealed claims under 35 
U.S.C. 1 03(a) be reversed by the Board for the reasons stated above and in the 
Appellants' Appeal Brief. 



Respectfully submitted, 




Michael P. Noonan 
Attorney for Appellants 
Registration No. 42,038 
Telephone No. (512) 996-6835 
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